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DETAILED ACTION 
Election/Restrictions 

1 . Applicants arguments are persuasive with respect to the claims comprising a 
single inventive concept under the PCI rules. An action on claims 1-18 follows. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

3. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. Claim 1 recites the limitation "the tab inserter" in line 7. There is 
insufficient antecedent basis for this limitation in the claim. (Claims 2-12 are 
dependent from claim 1 , and are rejected for the same reason). 

b. Claim 10 recites the limitation "monitoring means" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. Additionally, it is 
unclear what relationship, if any, exists between the monitoring means of claim 
1 0 and the monitoring station of parent claim 1 . 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Note: "mark signal means" and "control means" in the apparatus claims does not 
invoke 35 USC 1 12 6th paragraph. The terms "mark signal" and "control" are hot verbs 
and therefore no function is associated with the means. Thus, the means plus function 
concept 

7. Claims 1, 2, 6-12 and 13-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bjork (US 6,295,129 OR WO/1998/021568) in view of Schenk (US 
4,746,020). 

As to claim 1 , Bjork (all citations to the US Patent; the WO document has an 
identical disclosure) discloses a marking system (Figure 1) for a web advancing along a 
path (item 70), comprising a monitoring station (Figure 1, item 10/50; Figure 3, items 
150/300), mark signal means arranged to produce an appropriate mark signal on 
detection of a location to be marked and the nature of the required mark (Figure 1 . 
cable 100, disclosed as "transferring signals to the marking device if a defect is 
detected", column 3, lines 40-42, see also Figure 3, item 310 and column 4, lines 48- 
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58), and a tab applicator (Figure 1, marking device 60, see also Figure 3, item 160) 
disposed downstream of the monitoring station (both marking devices shown Figure 1 
and 3 are downstream) and arranged to apply an adhesive tab to the web at the 
detected location (see column 4, lines 1-4, which discloses placing the marker in a 
predetermined position), the tab applicator including an on-line printer (see column 3, 
line 36, which discloses an electronic printer in the marking device) which prints indicia 
(see column 3, lines 62-65 for the indicia printed, see also Figure 2) on to each tab (item 
62 or 162, called a label) before the tab is applied to the web. 

Bjork clearly discloses a control routine of monitoring the web and sending a 
control signal to the tab applicator, as well as second means for controlling the 
sensitivity of the detector (see column 3, lines 23-42). However, Bjork does not get into 
the timing elements, nor discloses how the labels are controlled to be in a 
predetermined position on the strip. 

However, Schenk discloses a very similar apparatus, for marking defects in a 
moving web, which discloses numerous control details. Schenk also has a scanning or 
monitoring station (item 16), a marking device (item 14)\ and various signal (signals yi, 
zj) and control means (items 11, 12, 13, 19, 20, 22, 23, and 24 in the Figure). For 
example, item 22 In Schenk is a fault signal analyzer, which is analogous to a structure 



^ However, Schenk's marking device is dissimilar to the claimed marking device. Column 4, lines 55-60 
disclose that the marking device "consists of numerous markers... which make it possible to apply an 
optical, electrical, or magnetic marking to the web". However, Bjork, the primary reference, utilizes the 
label applicator marking technique. 

It is interesting to note that Murayama, cited in the IDS, has a discussion of the benefits of various 
marking techniques, and concludes labeling techniques are superior to a number of optical techniques. 
See the rejection using Schenk as a primary reference for an alternative look at why the claims are 
obvious by 
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for creating a mark signal means (see column 5, lines 1-26). Schenk other control 
means achieves a timed relationship by the use of incremental transducer 19, which 
sends a signal to comparator 12 corresponding to the feed of the web (see column 4, 
lines 38-60), and this signal is essentially used to create the timed relationship 
independent of the speed of the web for driving the marking means (see columns 4-6). 
Schenk discloses that this control structure enables the application of the mark at the 
relevant location. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time of the Invention to have utilized Schenk's control means in the apparatus 
of Bjork in order to ensure the application of the mark and label at the relevant location. 

As to claim 2, Bjork discloses that the tab applicator is essentially a label 
applicator or labeling head adapted to apply tabs each in the form of a self-adhesive 
label to the web (see column 3, lines 61-62, which discloses that the marking device 
applies labels to the strip). 

As to claim 6, Bjork discloses that the on-line printer can comprises a ink-jet 
printer, a laser printer, a thermal printer {s claimed) or the like (see column 4, lines 5-13 
- on the like is interpreted as being a disclosure of any known printer technique at the 
time of Bjork's invention). Bjork discloses that any printer can be contemplated. At the 
Bjork was invented (late 90's), dot matrix printers an thennal transfer printers were also 
well known as conventional, obvious, non-novel alternatives of the disclosed printers 
(dot matrix and thermal transfer printers pre-date the 1980's). Thus. Bjork implicitly 
discloses any printing mechanism known at the time of the invention is within the scope 
of the invention as a selectable printing mechanism. 
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Furthermore, official notice is taken that it would have been well known and 
conventional for dot matrix and thermal transfer printers to be used. Such printers 
would have been well known at the time, and could have been selected as an obvious 
design choice very much well within the capabilities of one of ordinary skill in the art. 

As to claim 7, the apparatus and labeling structures of Bjork are capable of being 
used in such a manner to operate by the intended use method steps of claim 7. 

As to claim 8, the apparatus of Bjork is considered capable of applying in a 
transverse direction. Furthermore, the application orientation of the tabs in Bjork is 
diagrammed identically to the transverse application in the application, and therefore 
Bjork is. considered to be transverse application (Compare Bjork, figure 3, with 
applicant's own Figure 3). 

As to claim 9, the apparatus of Bjork is considered capable of applying 

As to claim 10, Bjork discloses monitoring means (detector 10, ideally a CCD- 
camera - see column 2, line 57 to column 3, line 34), and these monitoring means 
identify web defects or faults and are further considered capable of detecting splices. 

As to claim 1 1 , Bjork discloses that the web fault detector is a CCD camera, i.e., 
a type of video camera (see column 3, lines 5, 18, etc), which is arranged to scan the 
web (see cplumn 3, line 7-10, which discloses scanning the web) advancing along the 
path and that a camera output is analyzed to determined the presence of one or more 
web defects (and see column 3 in general, especially lines 43-47 which discusses the 
sensitivity and detectability of defects). 
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As to claim 12. official notice is taking tliat the use of remote controllers 
permitting manual production of a mark signal on visual detection by operations is well 
known and conventional. One in the art would appreciate that structures providing this 
capability would allow for human intervention whenever the monitoring station misses a 
defect, as well as permit generic marking of the web. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have 

Claim 13 is rejected on similar grounds as claim 1 above. See the citations 
above. Since the inventive concepts are the same, the same art renders the claims 
obvious. The monitoring station of Bjork performs the step of monitoring the web as 
claimed. Bjork disclose mark signal means, and thus also disclose using these mark 
signal to control the printer and tab applicator. Bjork also discloses using the signal to 
print an adhesive tab with an online printer so as to apply the tab as claimed. Bjork 
does not disclose the control means, or the explicit control routines claimed. 

Schenk discloses a similar method, with step of monitoring the web as claimed. 
Schenk also disclose mark signal means, and thus also disclose feeding the mark 
signal. Schenk goes further with the control means element, feeding the output of the 
detector into a control operation/elements, which is translated into a drive or marking 
signal. As noted above, Schenk discloses that this control structure and operation 
enables the application of the mark at the relevant location. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have 
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utilized Schenk's control means and operation in the apparatus and method of Bjork in 
order to ensure the application of the mark and label at the relevant location. 

As to claim 14, Schenk as incorporated in claim 1 and 13 above discusses 
monitoring the incremental feed of the web through the use of transducer (item 19). 
This transducer signal is fed into the control system and compensates for the speed of 
the web, allowing the marking means to be applied in the appropriate location. 

As to claim 15, Bjork discloses printing alphanumeric characters identifying or 
coded with regard to the defect to be marked (column 3. lines 62-65). 

As to claim 16, it is further considered obvious to print any number or style of 
alphanumeric characters on the marker. Such a coded design would be an obvious 
engineering design choice that can be niade in consideration of the requirements 
needed. 

As to claim 17, the application orientation of the tabs in Bjork is diagrammed 
identically to the transverse application in the application, and therefore Bjork is 
considered to be transverse application (Compare Bjork, figure 3, with applicant's own 
Figure 3). 

8. Claims 1, 2, 6-12 and 13-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schenk (US 4,746,020) in view of Bjork (US 6,295,129 OR 
WO/1998/021568). 

As to claim 1 , Schenk discloses a very similar apparatus, for marking defects in a 
moving web, which discloses numerous control details. Schenk also has a scanning or 



Application/Control Number: 1 0/510, 1 28 Page 9 

Art Unit: 1734 

monitoring station (Figure, see item 16), a marking device (item 14), and various signal 
means (item 22, signals yi, zj) and control means (items 11, 12. 13, 19, 20, 23, and 24 
in the Figure). Item 22 in Schenk is a fault signal analyzer, which is analogous to a 
structure for creating a mark signal means (see column 5, lines 1-26) in that it creates a 
signal as to the location of the defect. Schenk discloses various elements comprising 
the control means, and achieves a timed relationship by the use of incremental 
transducer 19, which sends a signal to comparator 12 corresponding to the feed of the 
web (see column 4, lines 38-60), and this signal is essentially used to create the timed 
relationship independent of the speed of the web for driving the marking means (see 
columns 4-6). 

Schenk, however, does not disclose a tab applicator, but rather a marking device 
that applies an optical, electrical or magnetic mark (see column 4, lines 46-60). 

Bjork (all citations to the US Patent; the WO document has an identical 
disclosure) discloses a similar defect analyzing and marking system (Figure 1) for a web 
advancing along a path (item 70), comprising a monitoring station (Figure 1, item 10/50; 
Figure 3, items 150/300), mark signal means arranged to produce an appropriate mark 
signal on detection of a location to be marked and the nature of the required mark 
(Figure 1, cable 100, disclosed as "transferring signals to the marking device if a defect 
is detected", column 3, lines 40-42, see also Figure 3, item 310 and column 4, lines 48- 
58). Bjork discloses the missing element of a tab applicator (Figure 1, marking device 
60, see also Figure 3, item 160) disposed downstream of the monitoring station (both 
marking devices shown Figure 1 and 3 are downstream) and arranged to apply an 
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adhesive tab to the web at the detected location (see column 4, lines 1-4, which 
discloses placing the marker, in a predetermined position), the tab applicator including 
an on-line printer (see column 3, line 36, which discloses an electronic printer in the 
marking device) which prints indicia (see column 3, lines 62-65 for the indicia printed, 
see also Figure 2) on to each tab (item 62 or 162, called a label) before the tab is 
applied to the web. 

Additionally, Murayama discloses motivation for using the label applicator format. 
In column 1, lines 32-59, Murayama surveys the known methods for indicating defects, 
and essentially concludes that the various marking techniques (and specifically, optical 
techniques of marking with ink rolls, felt pens, stamps or direct ink jets) have the flaw of 
making it difficult to find the position of the defects from the side face of a rolled web 
(and this rational also applies to electrical and magnetic markings). Murayama also 
concludes that despite of the defects of label type marks, they are superior and more 
advantageous than the marking techniques, especially when applied in the overhanging 
technique disclosed In Murayama (Figure 5 and 6). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have utilized the 
label application tab applicator of Bjork and Murayama in lieu of the marking approach 
of Schenk in order to avoid the known defects described in Murayma. 

As to claim 2, Bjork as incorporated discloses that the tab applicator is essentially 
a label applicator or labeling head adapted to apply tabs each in the form of a self- 
adhesive label to the web (see column 3, lines 61-62, which discloses that the marking 
device applies labels to the strip). 
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As to claim 6, Bjork as incorporated discloses that the on-line printer can 
comprises a ink-jet printer, a laser printer, a thermal printer {s claimed) or the like (see 
column 4, lines 5-13 - on the like is interpreted as being a disclosure of any known 
printer technique at the time of Bjork's invention). Bjork discloses that any printer can 
be contemplated. At the Bjork was invented (late 90's), dot matrix printers an thermal 
transfer printers were also well known as conventional, obvious, non-novel alternatives 
of the disclosed printers (dot matrix and thermal transfer printers pre-date the 1980's). 
Thus, Bjork implicitly discloses any printing mechanism known at the time of the 
invention is within the scope of the invention as a selectable printing mechanism. 

Furthermore, official notice is taken that it would have been well known and 
conventional for dot matrix and thermal transfer printers to be used. Such printers 
would have been well known at the time, and could have been selected as an obvious 
design choice very much well within the capabilities of one of ordinary skill in the art. 

As to claim 7, the apparatus and labeling structures of Bjork as incorporated are 
capable of being used in such a manner to operate by the intended use method steps of 
claim 7. 

As to claim 8, the apparatus of Bjork as incorporated is considered capable of 
applying in a transverse direction. Furthermore, the application orientation of the tabs in 
Bjork is diagrammed identically to the transverse application in the application, and 
therefore Bjork is considered to be transverse application (Compare Bjork, figure 3, with 
applicant's own Figure 3). As to claim 9, the apparatus of Bjork is considered capable 
of applying to the edge. Murayama as incorporated clearly discloses transverse 
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application of the labels. See Figure 1. Additionally, Murayama applies the labels in 
this manner in order to achieve labels or tabs that overhang the edge of the web, as 
recited in claims 9 and 18 (see Figure 5 and 6). Murayama implicitly discloses that the 
application of the tabs in this overhanging manner is beneficial when subsequently 
rolling the web, since it allows for the marked labels to be extended from the side face 
of the roll (see column 5, lines 19-21, and Figures 5 and 6). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have 
utilized a transverse applicator which applies overhanging tabs or labels as such 
markers would be visible when the web is later rolled up. 

As to claim 10, Bjork as incorporated discloses monitoring means (detector 10, 
ideally a CCD-camera - see column 2, line 57 to column 3, line 34), and these 
monitoring means identify web defects or faults and are further considered capable of 
detecting splices. 

As to claim 1 1 , Bjork as incorporated discloses that the web fault detector is a 
CCD camera, i.e., a type of video camera (see column 3, lines 5, 18, etc), which is 
arranged to scan the web (see column 3, line 7-10, which discloses scanning the web) 
advancing along the path and that a camera output is analyzed to determined the 
presence of one or more web defects (and see column 3 in general, especially lines 43- 
47 which discusses the sensitivity and detectability of defects). 

As to claim 12, official notice is taking that the use of remote controllers 
permitting manual production of a mark signal on visual detection by operations is well 
known and conventional. One in the art would appreciate that structures providing this 
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capability would allow for human intervention whenever the monitoring station misses a 
defect, as well as permit generic marking of the web. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have 

Claim 1 3 is rejected on similar grounds as claim 1 above. See the citations 
above. Since the inventive concepts are the same, the same art renders the claims 
obvious. 

Schenk discloses a similar method, with step of monitoring the web as claimed. 
Schenk also disclose mark signal means, and thus also disclose feeding the mark 
signal. Schenk goes further with the control means element, feeding the output of the 
detector into a control operation/elements, which is translated into a drive or marking 
signal. As noted above, Schenk discloses that this control structure and operation 
enables the application of the mark at the relevant location. Schenk does not disclose a 
label style tab applicator, but rather applies optical, electronic, or magnetic markings. 

The monitoring station of Bjork performs a similar step of monitoring the web as 
claimed. Bjork disclose mark signal means, and thus also disclose using these mark 
signal to control the printer and tab applicator. Bjork also discloses using the signal to 
print an adhesive tab with an online printer so as to apply the tab as claimed. 
Additionally, Murayma as applied above discloses that label applicators are more 
advantageous than marking devices. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have utilized the label application 
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tab applicator of Bjork and Murayama in lieu of the marking approach of Schenk in order 
to avoid the known defects described in Murayma. 

As to claim 14, Schenk discusses monitoring the incremental feed of the web 
through the use of transducer (item 19). This transducer signal is fed into the control 
system and compensates for the speed of the web, allowing the marking means to be 
applied in the appropriate location. 

As to claim 15, Bjork as incorporated discloses printing alphanumeric characters 
identifying or coded with regard to the defect to be marked (column 3, lines 62-65). 

As to claim 16, it is further considered obvious to print any number or style of 
alphanumeric characters on the marker. Such a coded design would be an obvious 
engineering design choice that can be made in consideration of the requirements 
needed. 

As to claim 17 and 18, the application orientation of the tabs in Bjork as 
incorporated is diagrammed identically to the transverse application in the application, 
and therefore Bjork is considered to be transverse application (Compare Bjork, figure 3, 
with applicant's own Figure 3). Additionally, Murayama as incoprated clearly discloses 
transverse application of the labels. See Figure 1. Additionally, Murayama applies the 
labels in this manner in order to achieve labels or tabs that overhang the edge of the 
web, as recited in claims 18 (see Figure. 5 and 6). Murayama implicitly discloses that 
the application of the tabs in this overhanging manner Is beneficial when subsequently 
rolling the web, since it allows for the marked labels to be extended from the side face 
of the roll (see column 5, lines 1 9-21 , and Figures 5 and 6). Therefore, it would have 
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been obvious to one of ordinary skill in the art at the time of the invention to have 
utilized a transverse applicator which applies overhanging tabs or labels as such 
markers would be visible when the web is later rolled up. 



9. Claims 2-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bjork 
and Schenk as applied to claim 1 above, or alternatively Schenk, Bjork and Murayama 
as applied to claim 1 above, and further in view of Barilovits (US 6,412,535 B1). 

As to claim 2, Bjork has been interpreted as disclosing a labeling head, on the 
basis of disclosing a label applicator. Hov/ever, labeling head can be interpreted as an 
explicit claim to a structure for labeling. If so. 

As to claim 2, Barilovits discloses a labeling head which applies tabs to the web 
(label elements 32, see figure 2). Additionally, as to claim 3, Barilovits discloses that 
the labeling head includes a vacuum element, i.e., a vacuum foot, which collects the 
labels and holds them until the correct location is below (item 44, and see column 6, 
lines 63-67, which discloses a vacuum pump). Barilovits disloses holding the label via 
this vacuum - see column 7, lines 1-7). As to claim 4, Barilovits labeling head includes 
at least one air-jet nozzle air issuing (from compressed air sources and communicated 
through feed line 52, see column 7) from which serves to thrust the tab or label 
discharged from the labeling head on to the web. And as to claim 5, Barilovits discloses 
an air controller (the applicator programmable logic controller discloses in column 7) 
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which is provided to cause air to issue from the at least one air jet nozzle only when a 
tab is released from the vacuum foot, to be applied to the web. 

Barilovits discloses numerous teachings and suggesting for the use of this 
labeling head. Barilovits discloses that this mechanism and procedure has the 
advantage of eliminate the need for a label discharge mechanism to contact the web 
(column 7, lines 45-47), and that this is an advantage because it allows for the 
accommodation of webs of varying thickness without the need for adjustment of the 
label discharge mechanism, i.e., labeling head (and see column 7, lines 30-54). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have used the label discharge mechanism of Barilovits with the vacuum 
foot, air nozzles, and air controller in order to eliminate the need for a label discharge 
mechanism that contacts the web, in order to achieve the benefits of being able to 
accommodate different thicknesses of webs without the need for iadjustment of the label 
discharge mechanism. 

10. Claims 8, 9, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bjork and Schenk as applied to claims 1, 2, 6, 7, and 13 above, and 
further in vievy of Murayama (US 4,547,250). 

Bjork and Schenk do not suggest applying the tabs in a direction generally 
transverse of the direction of the web advancement. In Bjork, it is unclear what direction 
the tabs are applied, although Figure 1 and 3 suggest a transverse orientation. The 
application orientation of the tabs in Bjork is diagrammed identically to the transverse 
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application in the application, and therefore Bjork is considered to be transverse 
application (Compare Bjork, figure 3, with applicant's own Figure 3). 

In any event, as to claim 8 and 17, Murayama clearly discloses transverse 
application of the labels. See Figure 1. Additionally, Murayama applies the labels in 
this manner in order to achieve labels or tabs that overhang the edge of the web, as 
recited in claims 9 and 18 (see Figure 5 and 6). Murayama implicitly discloses that the 
application of the tabs in this overhanging manner is beneficial when subsequently 
rolling the web, since it allows for the marked labels to be extended from the side face 
of the roll (see column 5, lines 19-21, and Figures 5 and 6). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have 
utilized a transverse applicator which applies overhanging tabs or labels as such 
markers would be visible when the web is later rolled up. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George R. Koch III whose telephone number is (571) 
272-1230 (TDD only). If the applicant cannot make a direct TDD-to-TDD call, the 
applicant can communicate by calling the Federal Relay Service at 1-866-377-8642 and 
giving the operator the above TDD number. The examiner can also be reached by E- 
mail at qeorqe.koch@uspto.qov in accordance with MPEP 502.03. The examiner can 
normally be reached on M-F 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Fiorilla can be reached on (571) 272-1187. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

♦ 

USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




George R. I^6h Mi 
Primary Examiner 
Art Unit 1734 
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